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earned patent term adjustment. See 37 CFR 1704(b). 

Status 

!)□ Responsive to communication(s) filed on ?3 January 2002 . 
„ • ci ma i 2b)M This action is non-final. 

2a)D This act.on » FINAL. 2b)KI prosecution as to the merits is 

Disposition of Claims 

AM Claim(s) ±1 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from considerate. 

5) D Claim(s) is/are allowed. 

6) Q Claim(s) is/are rejected. 

7) D Claim(s) is/are objected to. 

m Claim(s) H are subject to restriction and/or election requirement. 
Application Papers 

gO The specification is objected to by the Examiner. 

, □ The «> « o *~ «□ accept „ »0 <*~ » V - — 

1 1) 0 The proposed drawing correction filed on is. a)U approved d,u w 

,f approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. §§ 119 and 120 

13 ) Q Acknowledgment is made of a claim for foreign prion* under 35 U.S.C. § 119(a) (d) (f). 

a)DAII b)D Some*c)D None of: 

1 n Certified copies of the priority documents have been received. 
,'n certified copies of the priority documents have been received in Application No • 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a prov 
Attachments) 

1)Q Notice of References Cited (PTO-892) 
2 □ Notice of Draftsperson's Patent Drawing Rev.ew (PTO-948 

3) □ Informal Disclosure Statement^) (PTO-1449) Paper No(s) . 

" " " Part of Paper No. 8 



4) □ Interview Summary (PTO-413) Paper No(s). 

5) □ Notice of Informal Patent Application (PTO-152) 

6) D otner: 
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Application/Control Number: 09/920,318 
Art Unit: 1647 

DETAILED ACTION 
Election/Restrictions 

l. Restriction to one ofthe following inventions is required under 35 U.S.C. 121: 

I. Claims 1 and 2, drawn to a method of diagnosing or evaluating a mucosal 
P condition, classified in class 424, subclass 184.1, for example. 

II. Claims 4, 5, 6, and 7, drawn to a method of treating an inflammatory bowel 
disease, classified in class 424, subclass 130.1, for example. 

2 . The inventions are distinct, each from the other because of the following reasons: 

3. Although mere are no provisions under the section for "Relationship of Inventions" in 
M.P.E.P. § 806.05 for inventive Inventions that are directed to different methods, restriction is 
deemed to be proper because these methods appear to constitute patentably distinct inventions 
for the following reasons: toventions I and II are directed to metirods mat are distinct bom 
physically aad functionally, and are no. required one for the other. Invention I requires search 
and consideration of evaluating the expression of chemokines and or chemokine receptors, winch 
is not required by 11. Invention II requires search and consideration of use of an antibody ,„ block 
a chemokine or chemokine receptor, which is not required by II. 

4. This application contains claims directed to the following patently distinct species of 

the claimed invention: 

a. TARC 

b. MIP-3cc 

c. CCR4 
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d. 



e. 



CCR6 
CCR7 

f. CCR8 

g . One specific combination of any of (a) - (f). 

5 Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 

held to be allowable. Currently, claim 1 is generic. 

6 . „ appbcan. seiects either Invention I or II, one specie, from the ehetnokine and 
chemokine reeeptor group must be chosen to be My responsive. 

7. Applicant is advised tha, a reply to this requirement must include an identification of the 
species mat is elected consonant with mis requirement, and a listing of all claims readable 
mereon, including any Cairns subsequently added. An argument that a claim is allowable or that 
all claim, are generic is considered nonresponsive unless accompanied by an election. 

8 Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to addition* species which are written in dependent form or otherwise include a„ the 
.imitations of an aUowed generic claim as provided by 37 CFR 1.U1. If claims are added after 
the election, applicant must indicate which are readable upon the elected specie, MPEP § 
809.02(a). 

9 Shouldapplicanttraverseonmcgroundtivatmespeciesarenotpatenmblydistinc., 
applicant should submit evidence or identify such evidence now of record showing the species to 
he obvious variants or clearly admit on the record mat this is me cas, In either instonce, if the 
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examiner finds one of the inventions unpatentable over the prior art, the evidenee or admission 

rnay be used in a rejection under 35 U.S.C. 103(a) of the other invention. 

10. This application contains claims directed to the following patently distinct species of 

the claimed invention: 

h. Gastrointestinal mucosa 

i. Pulmonary mucosa 

j Female reproductive tract mucosa 
1 1 . Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is finally 
held to be allowable. Currently, claim 3 is generic. 

,2. If appUcan, seleCs either Invention I or II, one specie, from .he mucosa group must 
be chosen to be fully responsive. 

,3. Applicant is advised mat a reply to mis requirement must include an identification of the 
species that is elected consonant with this requirement, and a listing of a.1 claims readable 
thereon, including any claims subsequently added. An argument that a claim is aHowable or tha, 
al, claims are generic is considered nonresponsive unless accompanied by an election. 
14. Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which are wrinen in dependent form or otherwise include al. the 
Citations of an allowed generic claim as provided by 37 CFR 1.141. If claims are added after 
the election, applicant must indicate which are readable upon the elected species. MPEP § 
809.02(a). 
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15 . Should applicant averse on the ground to. the species are no. pa.en.ably distinct, 
applican, should submit evidence or identify such evidence now of record showing to species to 
be obvious variant or clearly admit on to record to. this is the case. In eitor ins«ance, if to 
examiner finds one of to inventions unpatentabie over to prior art, to evidence or admission 
may be used in arejection under 35 U.S.C. 103(a) of to otor invention. 

16 . » application contains claims direced to the following patently distinct species of 

the claimed invention: 

k. Ulcerative colitis 
1. Crohn's disease 

17. Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on to merits to which to claims shall be res.ric.ed if no generic claim is finally 
held to be allowable. Currently, claim 5 is generic. 

18 . If applicant se.ec* either invention I or II, one specie, from .he bowei disease group 
must be chosen to be fully responsive. 

„ Applicant is advised that a reply to this requirement must include an identification of to 
species to. is elected consonant with mis requiremen, and a listing of all claims readable 
toreon, including any claims subsequentiy added. An argumen. to. a claim is ailowab.e or to. 
all claims are generic is considered nonresponsive un.ess accompanied by an election. 
20 . Upon to allowance of a generic claim, applican. will be enfitied to consideration of 
Caims to additional species which are written in dependen. form or otonvise include all to 
Hmnations of an allowed generic claim as provided by 37 CFR 1.141. if claims are added after 
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the election, applicant must indicate which are readable upon the elected specie, MPEP § 
809.02(a). 

21 Should applicant traverse on the ground tot the species are no. patently distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 

examiner finds one of tire inventions ***** over the prior art, the evidence or admission 
tnay be used in a rejection under 35 U.S.C. 103(a) of to other invention. 
22 Because tose inventions are distinct for to reasons given above and have acquired a 
separate status in to art because of toir recognized divergent subject matter, separate search 
recrements, and/or different classification, restriction for examination purposes as indicated is 



proper. 



23 . Applicant is advised tot to reply to tins requirement to be complete must include an 
eiection of to invention to be examined even though to requirement be traversed (37 CFR 
1.143). 

24. Applicant is reminded that upon the cancelation of claims to a non-elected invention, to 
inventorship must be amended in compiiance with 37 CFR 1 .48(b) if one or more of to 
currently named inventors is no longer an inventor of a, least one claim remaining in to 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 

1 .48(b) and by the fee required under 37 CFR 1 .17(i). 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christopher Nichols, Ph.D. whose telephone number is 703-305- 
3955. The examiner can normally be reached on Monday through Friday, 8:30AM to 5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Kunz, Ph.D. can be reached on 703-308-4623. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-872-9306 for regular 
communications and 703-872-9307 for After Final communications. The fax phone numbers for 
the customer service center is 703-872-9305. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0196. 



Se%er6,2002 



